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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 12/1 1/2007 has been entered. 

2. All outstanding rejections, except for those maintained below, are withdrawn in light of 
applicant's amendment filed on 12/1 1/2007. 

3. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior office action. 

Claim Rejections - 35 USC § 112 

4. Claims 1-4 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

With respect to claims 1 and 4, the term "liquid" with respect to zirconium oxide and 
polyvinyl acetate resin suggests that zirconium oxide and polyvinyl acetate resin are 100% 
zirconium oxide and polyvinyl acetate resin, respectively. In the interest of compact prosecution, 
the examiner has read "liquid" as being "emulsion" as supported by the specification. It is 
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suggested that "liquid" be replaced with "emulsion" when referring to zirconium oxide or 
polyvinyl acetate resin. 

With respect to claims 2 and 3, they are rejected for being dependent on a rejected claim. 

Claim Rejections - 35 USC §103 

5. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Quemin (US 
2005/0129639). 

Quemin discloses a makeup composition comprising 0.5-25 wt % pigment such as 
zirconium oxide (paragraphs 0108 and 0175); 0.5-40 wt % of an oil phase such as liquid paraffin 
(paragraphs 0090, 0100); and 0.01-5 wt % of an nonionic thickness such as a vinyl acetate 
copolymer (paragraph 0190 and 0201). These percentages provides for a ratio that overlaps with 
the presently claimed ratio of 1 : 4 : 1 . 

With respect to claims 1 and 2, while Quemin does not exemplify a composition 
comprising zirconium oxide, liquid paraffin, and vinyl acetate resin, this does not negate a 
finding of obviousness under 35 USC 103 since a preferred embodiment such as an example is 
not controlling. Rather, all disclosures "including unpreferred embodiments" must be 
considered. In re Lamberti 192 USPQ 278, 280 (CCPA 1976) citing In re Mills 176 USPQ 196 
(CCPA 1972). Therefore, it would have been obvious to one of ordinary skill in the art to utilize 
a composition comprising these ingredients given that Quemin teaches each one and thereby 
arrive at a composition which has the presently claimed X-ray analysis composition. 

With respect to claim 3, these presently claimed elements are known impurities and as 
such are considered to be obviously present in the composition taught by Quemin, there being no 
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showing or suggestion in the instant application that these elements contribute any advantage to 
the present invention. Rather, they are coincidentally present and cannot serve to patentably 
distinguish the instant claims from the prior art. 



Response to Arguments 

6. Applicant's arguments filed 12/1 1/2007 have been fully considered but they are not 
persuasive. Specifically, applicant argues that the zirconium oxide of Quemin is not in an 
emulsion or a liquid state. 

In response, it is noted that the instant claims requiring that the zirconium oxide emulsion 
be mixed with the liquid paraffin and polyvinyl acetate emulsion are product-by-process claims. 
While Quemin does not teach mixing zirconium oxide into an emulsion before being added to 
the liquid paraffin and the emulsion of polyvinyl acetate resin, this does not change the fact that 
the final product of the mixture is the same. In other words, dispersing zirconium oxide in water 
before mixing with liquid paraffin and the emulsion of polyvinyl acetate resin does not provide 
for a different product since the final product also has water. Case law holds that "even though 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product was made 
by a different process." See In re Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 
1985). Furthermore, Quemin teaches that the solid fillers such as pigments are dispersed in the 
aqueous phase with surfactants (paragraph 00179), thus forming an emulsion in the final product. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vickey Ronesi whose telephone number is (571) 272-2701 . The 
examiner can normally be reached on Monday - Friday, 8:30 a.m. - 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

2/28/2008 
Vickey Ronesi 

/V. RJ 

Examiner, Art Unit 1796 



/VASUDEVAN S. JAGANNATHAN/ 
Supervisory Patent Examiner, Art Unit 1796 



